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REMARKS 



Applicants are in receipt of the December 20, 2006, Office Action in which the 
Examiner: (1) finally rejected claims 1-26 as obvious under 35 U.S.C. § 103(a) by U.S. Patent 
No. 5,631,316 to Costemalle et aL; and (2) finally rejected claims 1-26 as obvious under 35 
U.S.C, § 103(a) by US. Patent No. 5,621,045 to Patel et aL 



§ 103(a) rejection over Costemalle et aL 

The Examiner has rejected claims 1-26 over U.S. Patent No. 5,631,316 to Costemalle et 
al. (hereinafter "Costemalle"). Applicants respectfully disagree. 

The examiner bears the initial burden of factually supporting any prima facie conclusion 
of obviousness. If the examiner does not produce a prima facie case, the applicant is imder no 
obligation to submit evidence of non-obviousness. MPEP §2142. MPEP §2143, states that to 
establish a prima facie case of obviousness, three basic criteria must be met. First, there must be 
some suggestion or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior art 
reference (or references when combined) must teach or suggest all the claim limitations. 

Applicants respectfully submit that the Examiner has not met her burden in proving a 
prima facie case of obviousness. First, the Examiner has not shown that Costemalle teaches or 
suggests all of the claim limitations. Applicants had previously argued, in response to a §102 
rejection now withdrawn by the Examiner, that Costemalle does not disclose grafted 
hydrocarbon resins or grafted oligomers, or a combination of both, as stated in claim 1 (on which 
all other claims depend). In response, the Examiner pointed to column 3 line 17 through column 
4, line 51, where Costemalle allegedly suggests the use of a hydrocarbon resin grafted with a 
graft monomer or an oligomer. Applicants respectfully point out that in these specific lines, 
Costemalle is not discussing the use of a hydrocarbon resin grafted with a graft monomer, an 
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oligomer, or a combination of both, He discusses preferred bromioated copolymers, and their 
method of cure and graft useful in his invention. Applicants have claimed grafted hydrocarbon 
resins or grafted oligomers, not grafted copolymers. Therefore, Costernalle's grafted copolymers 
do not correspond to Applicants' component c(l), and the Examiner has not shown that 
Costemalle teaches or suggests all of the claim limitations. 

Second, the Examiner has not shown some suggestion or motivation, either in Costemalle 
itself or in the knowledge generally available to one of ordinary skill in the art, to modify 
Costemalle to arrive at the current claimed invention. 

Third, the Examiner has not shown a reasonable expectation of success to modify 
Costemalle to arrive at the current claimed invention. 

Therefore, Applicants respectfully submit that the Examiner has not met her burden for 
rejecting these claims and requests reconsideration and withdrawal of this obviousness rejection. 

§ 103(a) rejection over Putel et ah 

The Examiner lias rejected claims 1-26 over U.S. Patent No. 5,621,045 to Patel et al. 
(hereinafter "Patel 11 ). Applicants respectfully disagree. As explained above, it is the burden of 
the Examiner to initially present a prima facie case of obviousness under the standards stated 
above. 

Applicants respectfully submit that the Examiner has not met her burden in proving a 
prima facie case of obviousness. First, the Examiner has not shown that Patel teaches or 
suggests all of the claim limitations. Applicants had previously argued, in response to a §102 
rejection now withdrawn by the Examiner, that Patel discusses crosslinked polymers, not graft 
resins or graft oligomers of cyclopentadiene, substituted cyclopentadiene, C5 monomers, and/or 
C 9 monomers, as recited in the claims. The Examiner stated that this argument was unpersuasive 
and pointed to column 4, lines 31-61, where Patel allegedly suggests the use of graft polymers. 
Applicants respectfully point out diat in these specific lines, Patel is discussing block or graft 
copolymers, which is not the same as use of a hydrocarbon resin grafted with a graft monomer, 
an oligomer, or a combination of both. Applicants have claimed grafted hydrocarbon resins or 
grafted oligomers, not grafted copolymers. Therefore, Patel's block or graft copolymers do not 



Page 7 of 8 



hk|L"i.>LAW , jTow(«rtiony , .Mtx: tt«^*lnnV3i*i:v;<HJ;ilirJ\u:«^ m Pinal OA.ilco 



PAGE 9/10'RCVDAT 3/9/2007 4:14:18 PM [Eastern Standard Time] * SVR:USPTO€FXRF-2/10 ' DNIS:2738300* CS1D:281 834 0 1 35 * DURATION (mm-ss):03-04 



HAR-09-2007 FRI 04:22 Pfl exxcnmobil 



FAX NO. 281 834 0135 



P. 



USSN: 10/689,942 

Atty. Docket No.: 2002B159/2 

Reply to Office Action of December 20, 2006 

Amendment dated March 9, 2007 



RECEIVED 
CENTRAL FAX CENTER 



MAR 0 9 2007 



correspond to Applicants' component c(l), and the Examiner has not shown that Patel teaches or 
suggests all of the claim limitations. 

Second, the Examiner has not shown some suggestion or motivation, either in Pate] itself 
or in the knowledge generally available to one of ordinary skill in the art, to modify Patel to 
arrive at the current claimed invention. 

Third, the Examiner has not shown a reasonable expectation of success to modify Patel to 
arrive at the current claimed invention. 

Therefore, Applicants respectfully submit that the Examiner has not met her burden for 
rejecting these claims and requests reconsideration and withdrawal of this obviousness rejection. 



For the reasons advanced above, Applicants respectfully submit that all pending claims 
are patentable. Allowance of all pending claims is earnestly solicited. If the Examiner has any 
further comments or questions or believes that a telephone conference will assist or expedite 
examination of the application, the Examiner is encouraged to contact the undersigned at the 
telephone number listed below. 

The Commissioner is hereby authorized to charge the required fee(s), or credit any 
overpayment, to Deposit Account No. 05-1712 in the name of ExxonMobil Chemical 
Company. 



ExxonMobil Chemical Company 

Law Technology 

P.O. Box 2149 

Baytown, Texas 77522-2149 

Telephone No. (281) 834-5145 

Facsimile No. (281) 834-2495 



Conclusion 




M«K^fKTMichalerya > 
Attorney for Applicants 
Registration No. 59,654 
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